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DETAILED ACTION 

1. Claims 1-10, 12-13, 15-19, 22-35, 37-39, and 55-57 are currently pending and examined 
on the merits. Claims 40-52 are withdrawn to a non-elected invention. Claims 11, 14, 20-21, 36, 
and 53-54 are canceled. 

Claim Rejections - 35 USC § 102 

2. The following is a quotation of the appropriate paragraphs of 35 U.S.C, 102 that form the 
basis for the rejections under this section made in this Office action: 

. A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use 
or on sale in this country, more than one year prior to the date of application for patent in the United States, 

3. Claims 1-10, 12, 15, 17-19, 22, 24-26, 29-34, 37-39, and 55-57 are rejected under 35 
U.S.C. 102(b) as being anticipated by United States Patent no. 5,871,843, Yoneda et al. 
Regarding claim 1 

Yoneda et al disclose a laminate substrate with the surface film having low reflecting and 
stain-proofing (hydrophilic) properties, (column 6, lines 14-23). The laminate has a flat portion 
having a surface roughness of at most 3 nm, more preferably at most 1 nm, (colxmin 5, lines 1-9). 
The micropores within the surface film has a volume ratio of 3-35%, (column 5, lines 25-35). As 
the volume of the micropores can be significantly less than 50% volume the fibn is considered to 
be "substantially non-porous". Between the hydrophilic coating and the substrate an interlayer 
can be employed, (colimin 11, lines 13-18). The fihn is comprised of tin oxide, zinc oxide, 
cobalt oxide, chromiiun oxide, silicon oxide, and titanium oxide, (column 6, lines 14-49). 
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When the structure recited in the reference is substantially identical to that of the claims, 
the claimed properties or function are presumed inherent. AfPEP 21 J 2.01. Because the prior art 
exemplifies the applicant's claimed photo-induced hydrophilic-coated substrate, the claimed 
physical properties are present in the prior art. Absent an objective showing to the contrary, the 
addition of the claimed physical properties to the claim language fails to provide patentable 
distinction over the prior art of record. 

The limitations of the hydrophilic coating and surface roughness are set forth above. The 
limitations regarding the deposition of the hydrophihc film in a float glass process through CVD 
in a particular temperature range are process limitations. Yoneda et al disclose that the some of 
the coatings on the substrate can be deposited through sputtering or CVD, (column 11, lines 55- 
65). "If the product in the product by process claim is the same as or obvious from a product of 
the prior art, the claim is unpatentable even though the prior product was made by a different 
process." See MPEP 2113. As such, the process limitations within claim 1 do not provide 
patentable distinction between the claimed invention and the prior art of record, meeting the 
limitations claim 1. 

Regarding claims 2-10, 17-19, 32, 37-38, and 55 

Because the prior art exemplifies the applicant's claimed photo-induced hydrophilic- 
coated substrate, the claimed physical properties relating the water contact angle and 
photocatalytic activity are inherently present in the prior art, meeting the Umitations of claims 2- 
5, 17-19, 37, and 55. 

The coating has a thickness of preferably at most 30 nm (300 A), (column 6, lines 24-27), 
meeting the limitations of claims 6-10, 32, and 38. 
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Regarding claims 24-25, 39, 56, and 57 

The limitations of the hydrophilic coating, surface roughness, and thickness are set forth 
above. Because the limitations regarding the deposition of the hydrophihc fihn in a float glass 
process through CVD in a particular temperature range are process Umitations, the process 
Hmitations within claims 24-25, 39, 56, and 57 do not provide patentable distinction between the 
claimed invention and the prior art of record. 
Regarding claim 12 

Titanium oxide can be used for the photocatalytic layer, (column 6, lines 14-54), meeting 
the limitations of claim 12. 
Regarding claim 15 

As the surface portion of the film can have an area ratio of 20% of micropores, which is 
less than 50%, the surface of the film is considered to be substantially non-porous, (column 5, 
lines 1-9), meeting the limitations of claim 15. 
Regarding claims 22 and 33-34 

The interlayer can be used to prevent reflection (anti-reflective film), (column 11, lines 3- 
12), meeting the limitations of claims 22 and 33. Other coatings relating to an antistatic fihn, 
colored film, electromagnetic wave-shielding film, UV ray absorbing film (solar control) and a 
heat ray reflecting fihn can be used to control various properties of the coated glass, (colunm 11, 
lines 50-65), meeting the limitations of claim 34. 
Regarding claims 26 and 29-31 

The laminate can be apphed to automobile windshields wherein the coating is applied to 
the exterior and interior surfaces of the windshield, (Example 18, colunm 18, lines 43-60), 
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meeting the limitations of claims 26, 29, and 31. The window can be used a window glass used 
in buildings, (columns 12, lines 33-39), meeting the limitations of claim 30. 

Claim Rejections - 35 USC §103 

4. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

5. This application currently names joint inventors. In considering patentabihty of the 
claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of the various 
claims was commonly owned at the time any inventions covered therein were made absent any 
evidence to the contrary. Applicant is advised of the obligation under 37 CFR 1.56 to point out 
the inventor and invention dates of each claim that was not commonly owned at the time a later 
invention was made in order for the examiner to consider the appUcability of 35 U.S.C. 103(c) 
and potential 35 U.S.C. 102(e), (f) or (g) prior art under 35 U.S.C. 103(a). 

6. Claims 16, 12-13, 27-28, and 30 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over United States Patent no. 5,873,203, Thiel in view of United States Patent no. 
5,871,843, Yoneda et al as apphed to claim 1 above. 

Regarding claim 16 

Thiel disclose a multiple glazed window imit comprised of at least two glass sheets with a 
photocatalytically-activated (hydrophilic) self cleaning coating formed over at least a portion of 
at least one of the interior surfaces as well as the exterior surfaces, (column 8, lines 9-30). The 
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coating maybe foraied using spray pyrolysis, CVD, sputtering, or vacuum deposition, (colunm 
13, lines 52-67). Thiel does not specifically disclose the amount of surface roughness associated 
with the photocatalytic coating. 

Yoneda et al disclose a laminate substrate with the surface film having low 
reflecting and stain-proofing (hydrophiUc) properties, (column 6, lines 14-23). The laminate has 
a flat portion having a surface roughness of at most 3 nm, more preferably at most 1 nm (which 
incorporates Applicant's 0.2-0.7 nm), (column 5, lines 1-9). The micropores within the surface 
film has a volume ratio of 3-35%, (column 5, lines 25-35). As the volume of the micropores can 
be significantly less than 50% volume the film is considered to be "substantially non-porous". 
Between the hydrophilic coating and the substrate an interlayer can be employed, (column 11, 
lines 13-18). The film is comprised of tin oxide, zinc oxide, cobaU oxide, chromium oxide, 
silicon oxide, and titanium oxide, (colmnn 6, Unes 14-49). Because the prior art exempUfies the 
applicant's claimed photo-induced hydrophiUc-coated substrate, the claimed physical properties 
are present in the prior art. 

Thiel and Yoneda et al disclose analogous inventions related to the used of photocatalytic 
coatings on substrates used to remove contaminants fi-om the coated substrate surface. It would 
have been obvious to one skilled in the art at the time of invention to modify the surface of Thiel 
with the surface roughness of Yoneda et al in order to construct a surface having increased 
abrasion resistance and stain proofing properties, (Yoneda, column 5, lines 1-9), claim 16. 
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Regarding claims 12-13 

Oxides such as titanium (anatase, rutile, and/or brookite), tungsten, alxmiinum, silicon, 
zinc stannate, molybdenimi, zinc, strontium titanate and mixtures thereof can be used for the 
photocatalytic layer, (Thiel, column 12, lines 5-12), claims 12-13. 
Regarding claims 27-28 and 30 

The multiple glazed window unit has two or more glass sheets wherein the coating can be 
formed on either interior surface or exterior surface , (Thiel, columns 3-4, lines 35-15), claims 
27-28. 

Response to Arguments 

7. Applicant's arguments, see 11-18, filed May 30, 2006, have been folly considered and 
are persuasive with respect to the rejections using USPN 6,312,131, Yamamoto, JP 11-090237, 
and USPN 6,387,514, Legrand. The rejections utilizing the aforementioned prior art have been 
withdrawn. 

8. USPNs 5,871,843, Yoneda, and 5,873,203, Thiel, have been retained as relevant art. 
Based upon the claim amendments a new obviousness rejection has been made over Thiel in 
view of Yoneda. The maintained and new rejections have been set forth above. 

9. Applicant's arguments filed May 30, 2006 have been folly considered but they are not 
persuasive with regards to Yoneda and Thiel. Applicant contends that Yoneda does not disclose 
the non-porosity of the coating as well as not disclosing the visible light reflectance. 

Applicant requires that the coating and the coating surface is substantially non-porous not 
completely non-porous. Applicant's definition (specification, page 15, section 0036) of what is 
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considered "substantially non-porous" is dependent upon whether or not a coating can withstand 
a conventional hydrofluoric acid drop test. AppUcant has not demonstrated that the coating of 
Yoneda could not pass such a test. Applicant has also not demonstrated that the Yoneda coating 
would not have a visible light reflectance within the range as presently claimed by Applicant. 
Absent an objective showing to the contrary. Applicant's arguments have not provided a 
patentable distinction between the prior art and the presently claimed invention. 

Thiel is still considered relevant art is it discloses the placement of the photocatalytic 
coating on the glass surfaces. 

Conclusion 

10. Applicant's amendment necessitated the new ground(s) of rejection presented in this 
Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP § 706.07(a). 
AppUcant is reminded of the extension of time policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within, TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed imtil after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1.136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS firom the date of this 
final action. 
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Any inquiry concerning this communication or earlier conmiunications from the 
examiner should be directed to Gwendolyn Blackwell whose telephone mmiber is (571) 272- 
1533. The examiner can normally be reached on Monday - Thursday; 6:30 am - 5:00 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jennifer McNeil can be reached on (571) 272-1540. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
inforaiation system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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Examiner 
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